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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

P ASHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be avai.able under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be t.mely fled 
. lf ZZ^ZJZ^ ^S^^W^* within the statutory minimum of thirty ,30, days wi„ 

- ,f NO P^iSTofrepTyt'specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on Mar 6, 2002 _ . _ * 

2a) 53 This action is FINAL 2b) □ This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



Disposition of Claims 
4)53 Claim(s) 22-25, 27-34, and 36-42 



4a) Of the above, claim(s) 
5)D Claim(s) 



6) 53 n«im<s) 22-25. 27-34, and 36-42 

7) D Claim(s) 

8) □ Claims . 



is/are pending in the application, 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are objected to by the Examiner. 

11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19<a)-(d). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 



Attachment(s) 

15) □ Notice of References Cited (PT0-892) 

16) □ Notice of Draftsperson s Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PT0-1449) Paper No(s). 



18) D Interview Summary (PT0-413) Paper No(s). 

1 9) O Notice of Informal Patent Application (PTO-1 52) 

20) Q Other: 



U S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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1 . Claims 41 and 42 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a hydrosilylation reaction involving synthons comprising at 
least one hydrocarbon ring which includes at least one oxygen atom, does not reasonably provide 
enablement for synthons as generally claimed. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make the 
invention commensurate in scope with these claims. Note that the bottom of page 1 to the top of 
page 2 of the specification teaches various synthons. The specification, however, only enables the 
use of a specific class of synthons for the claimed reaction. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 22, 24, 25, 27 to 30, 32 and 41 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Jachmann et al. 

5. Claims 34 and 36 to 38 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Jachmann et al. 
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6. Claims 23, 30, 31, 33, 39, 40 and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jachmann et al. 

7. Applicants address and traverse each of these rejections simultaneously. The argument, 
however, is not persuasive and in fact appears to be consistent with previous arguments which 
were indicated by the Examiner as being unpersuasive. Applicants state that the reactants and the 
final product in Jachmann et al. are different from the reactants used and the final product obtain- 
ed in the process claimed. They support this position by noting the teaching on the bottom of 
column 8. However the teachings of Jachmann et al. are far broader than the single excerpt noted 
by applicants on the bottom of column 8. As before, the Examiner draws attention to Example 1 
in Jachmann et al. in which a polydimethylsiloxane containing SiH groups and corresponding to 
instant formula (XVI) is reacted with vinylcyclohexene oxide, meeting claimed synthon reactant. 
This reaction is generally taught on the top of column 9. With regards to the fact that the final 
product in Jachmann et al. contains both epoxy groups and R 3 OH groups, the Examiner notes that 
there is nothing in the claimed process or product that excludes R 3 OH groups. Furthermore 
attention is drawn to the reactions and final products shown on the bottom of column 14. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication should be directed to Margaret G. Moore at 
telephone number (703) 308-4334. 

Any official documents (after final rejection) can be faxed to (703) 872-9310. All other 
official faxes should be sent to (703) 872-9311. Please do not send any informal communication 
or proposed amendments to this number. 
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